REMARKS/ARGUMENTS 



In the final office action of January 26, 2009, the Examiner rejected claims 1-17 in view 
of USP 6,324,537 (the '537 patent) and USP 6,539,380 (the '380 patent). The Examiner stated 
that claims 1-17 would be allowable if a terminal disclaimer was filed in the present application 
with respect to each of the issued patents. Additionally, it is believed that the Examiner 
requested an amendment to the specification and/or an application data sheet claiming priority to 
each of these patents (Office Action, paragraph 3). Claim 42 was also rejected under 35 USC 
§101 as claiming the same invention as that of claim 14 of the '537 and claim 18 of the '380 
patents. 

In this response, a terminal disclaimer has been provided with respect to both the '537 
and '380 patents, and claim 42 has been canceled. The present application and the patents are 
commonly assigned to SanDisk IL Ltd. As such, the terminal disclaimer and cancellation of 
claim 42 overcome all rejections in the final office action. 

Claims 18-41 and 43-50 were previously withdrawn in response to a restriction 
requirement. These claims have been canceled in the present response. 

A copy of the application data sheet originally filed in this application is attached. The 
application data sheet shows that a priority claim was made to both the '537 and '380 patents at 
the time this application was filed. It is respectfully submitted that this application data sheet 
complies with the Examiner's request in paragraph 3 of the office action. 

An Information Disclosure Statement accompanies this RCE application. Pursuant to 
applicant's duty of candor, the Information Disclosure Statement places references that were 
cited in the '537 and '380 patents before the Examiner. These references were not cited in prior 
USPTO communications relating to the present application. 

At least in view of the foregoing, it is respectfully requested that a timely Notice of 
Allowance be issued in this case. If for any reason the Examiner believes that a telephone 
interview would be helpful to resolve any issues, he/she is respectfully requested to contact the 
undersigned attorney. 
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Respectfully submitted, 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 



/Robert B. Polit/ 
Robert B. Polit 
Registration No. 33,993 
Attorney for Applicant 



6 



JC13 



10/089188 

i'dPCT/PTO 2 7 MAR 2002 



APPLICATION DATA SHEET 



APPLICATION INFORMATION 

Application Type:: Regular 

Subject Matter:: utility 

ISS,*~r. r. REMOVABLE, ACTIVE, PERSONAL 

STORAGE DEVICE, SYSTEM AND METHOD 



Attorney Docket Number:. 
Request for Early Publication?: 
Request for Non-Publication?:: 
Suggested Drawing Figure:: 
Total Drawing Sheets:: 
Small Entity?:: 

APPLICANT INFORMATION 

Applicant Authority Type- 
Primary Citizenship Country:: 
Status:: 
Given Name- 
Family Name- 
City of Residence- 
Country of Residence:: 
Street of mailing address- 
City of mailing address- 
Country of mailing address:: 



Postal or Zip Code of mailing address:: 44406 



Applicant Authority Type- 
Primary Citizenship Country:: 
Status- 
Given Name- 
Family Name- 
City of Residence- 
Country of Residence- 
Street of mailing address- 
City of mailing address:: 
Country of mailing address:: 



M0 1/40 

No 

No 

1 

6 

Yes 



Inventor 
Israel 

Full Capacity 
DOV 
MORAN 
KFAR SABA 
ISRAEL 

15 ITAMAR-BEN-AVI Street 
KFAR SABA 
ISRAEL 



Postal or Zip Code of mailing address:: 



Applicant Authority Type:: 
Primary Citizenship Country:: 
Status- 
Given Name- 
Family Name- 
City of Residence- 



Inventor 
Israel 

Full Capacity 

ELAZAR 

GIDI 

TSUR YIGAL 
ISRAEL 

2 NETAFIM Street 
TSUR YIGAL 
ISRAEL 

44862 



Inventor 
Israel 

Full Capacity 
DAN 

HARKABI 
MOSHAV LAHISH 



INITIAL 25 March 2002 



32 



Country of Residence: : ISRAEL 
Street of mailing address:: 17 MESHEK 

City of mailing address:: MOSHAV LAHISH 

Country of mailing address:: ISRAEL 
Postal or Zip Code of mailing address:: 79360 



Applicant Authority Type:: 
Primary Citizenship Country:: 
Status:: 
Given Name:: 
Family Name:: 
City of Residence- 
Country of Residence- 
Street of mailing address- 
City of mailing address- 
Country of mailing address:: 
Postal or Zip Code of mailing address: 



Inventor 
Israel 

Full Capacity 
DAN 
RAZ 

TEL AVIV 
ISRAEL 

30 BOROHOV STREET, APT 6 
TEL AVIV 
ISRAEL 

64252 



CORRESPONDENCE INFORMATION 

Name- 
Street of mailing address:: 

City of mailing address:: 
State or Province of mailing address- 
Postal or Zip Code of mailing address- 
Phone number:: 301-952-1011 
Fax Number: 301-952-9023 
E-Mail address:: dvorah@actcom.co.il 



DVORAH GRAESER 
c/o The Polkinghorns 
9003 Florin Way 
Upper Marlboro 
Maryland 
20772 



REPRESENTATIVE INFORMATION 



Representative Designation:: 


Registration Number:: 


Representative Name:: 


Primary 


40,000 


D'vorah GRAESER 









DOMESTIC PRIORITY INFORMATON 



Application: : 


Continuity Type- 


Parent Application:: 


Parent Filing Date- 


This Application 


National Stage of 


PCT/I LOO/00555 


September 10, 
2000 


PCT/I LOO/00555 


Continuation-in- 
Part 


09/550,491 


April 17, 2000 


09/550,491 


Continuation-in- 


09/409,091 


September 30, 



INITIAL 25 March 2002 



• 



I Part | | 1999 



ASSIGNEE INFORMATION 

Assignee name:: M-SYSTEMS FLASH DISK PIONEERS LTD. 
Street of mailing address:: KIRYAT ATIDIM, PO BOX 58036 
City of mailing address:: TEL AVIV 
Country of mailing address:: ISRAEL 
Postal Code of mailing address:: 61580 



INITIAL 25 March 2002 



34 



